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REMARKS 

Response to Priority 

The limitations of “at least one of the bodies being ultrasonically detectable and 
the at least one of the other bodies being formed of cross-linked bioabsorbable material 
and having a radiographically detectable...” in claims 35-38, 45-49, 53-55 and 59-61 
were held by the Examiner as not having support in the parent application Serial No. 
09/241,936, now U.S. Pat. No. 6,161,034. 

Applicants respectfully disagree with the Examiner regarding the lack of support 
in the ‘034 patent of the claumed feature of one of the bodies being ultrasonically 
detectable and one of the other bodies having a radiographically detectable metallic ion 
bound to the cross-linked bioabsoibable material. The Abstract, Fig. 3b, col. 7. lines 47- 
52, col. 8, lines 24-27 and col. 13, line 56 to col. 14, line 8 of the ‘034 patent make 
reference to a plurality of markers for filling a body cavity. Moreover, reference is made 
in the '034 patent to the feature that these plurality of markers may be detectable by 
either ultrasound or x-ray. Thus, the feature of at least one marker body being 
detectable by ultrasound and at least one body being detectable by x-ray 
(radiographically) is taught by this patent. Even though the individual marker bodies 
may be detectable by either ultrasound or x-ray, at least one is detectable by ultrasound 
and at least one is delectable by x-ray, so the claimed limitations are disclosed. 
Moreover, binding silver ions to cross-linked bioabsorbable material of the markers for 
radiographic detection is clearly taught in col. 8, lines 31-59. 

The limitations of claims 59-64 and 107 were held by the Examiner as not having 
support in the parent application Serial No. 09/241,936, now U.S. Pat. No. 6,161,034. 
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However, as discussed above, the features of these claims are likewise disclosed in the 
‘034 patent. 



Response to Claim Objections 

Claims 62 and 87 were objected lo by the Examiner because of the following 
informalities: Claim 62, line 3": “a plurality of remotely detectable solid ultrasonically 
detectable body” should read —a plurality of remotely detectable solid ultrasonically 
detectable bodies-. Claim 87, lines 1-2: “a plurality remotely detectable marker bodies" 
should read -a plurality of remotely detectable marker bodies-; line “a inner lumen" 
should read - an inner lumen-. 

In response applicants have amended claims 62 and 87 to obviate these 
objections. 

Response to Claim Rejections Under 35 USC §112 

Claims 35-38, 45-49, 53-55, 59-64, 66-101 and 107-110 were rejected by the 
Examiner under 35 U.S.C. §1 12, first paragraph, as being indefinite for failing to 
particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. Applicants have amended these claims to make the language consistent 
and to obviate the rejection. 



Response to Claim Rejections Under 25 U.S.C. §103 

Claims 35-38, 45-49, 53-55, 109 and 110 were rejected by the Examiner under 
35 U.S.C. §103(a) as being unpatentable over Fulton, III etal. (U.S. Pal. No. 

6,270,464), in view of Yamamoto (U.S. Pat. No. 4,847,049), as evidenced by Ronan et 
ai. (U.S. Pat No. 5,820,918), and further in view of Foerster et al. (U.S. Pat. No. 
6,228,055). 
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The combination of references by the Examiner is not suggested by the 
references and moreover, the combination does not teach alJ of the claimed features. 
Yamamoto and Ronan ei a), both teach that silver ion may be bound to a polymer for 
the purpose of providing the polymer with antimicrobial properties. However, neither 
reference describes providing radiopacity to the polymer for the purpose of remote 
detection, so there would be no suggestion of combining the teachings of these 
references with Fulton, III et al. or Foerster. The Examiner contends that Fulton, Jr. et 
al. teaches a marker which can be detected uttrasonically and by x-ray. Applicants 
believe the Examiner is in error on this point. In col. 6, lines 38-41 , Fulton, Jr. et al. 
states: 

To facilitate the delivery, the bioabsorbable element may contain a 
radiopaque marker 0 £ may have properties to aid in detecting it by 
ultrasound, in addition to being palpable. 

This passage does not suggest that the marker may be both radiologically and 
ultrasonically detected. In fact it precludes such an interpretation. 

Foerster et al. likewise fails to teach a plurality of marker bodies with at least one 
of the marker bodies being uttrasonically detectable and one of the marker bodies being 
radiologically detectable. 

Claims 59-64 were rejected by the Examiner under 35 U.S.C. §1 03(a) as being 
unpatentable over Fulton, III et al. (*464), in view of Foerster et al. (*055). However, 
claim 59 calls for at least one marker body to be ultrasonically detectable and at least 
one marker body to be radiologically detectable. As discussed above neither reference 
makes such a suggestion, so the combination of references fails to support the 
Examiner’s rejection. 
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Claims 65-75, 85-90, 92 and 95-101 were rejected by the Examiner under 35 
U.S.C. §103(a) as being unpatentable over Fulton, III et al. ( 464), in view of Foerster et 
al. ( 055) and further in view of Voegele et al. (U.S. Pat. No. 6,261,302). 

Claims 76-84, 91, 93, 94 and 108 were rejected by the Examiner under 35 
U.S.C. §1 03(a) as being unpatentable over Fulton, III et al. ( 464), in view of Foerster et 
al. ( 055) and Voegele et al. ('302) as applied to claims 65-73, 85-90, 92 and 95-101 
above, and further In view of Yamamoto (‘049), as evidenced by Ronan et al. (‘918). 

Claims 107 was rejected under 35 U.S.C. §1 03(a) as being unpatentable over 
Foerster et al. ('055), in view of Voegele et al. {'302). 

In each of these rejections, the Examiner relies upon Voegele et al. for the 
teaching of a ramp for discharge of marker bodies. However, the above claims as 
amended call for the marker bodies to be in contact with the inner wall surface which 
defines at least in part the inner lumen of the delivery cannula. In Voegele et al. a 
flexible tubular member 37 with marker holder 32 is advanced up the ramp 65 of 
delivery tube 63 and out the discharge port thereof. The markers in Voegele are not in 
contact with the inner wall surface which defines at least in part the inner lumen of the 
delivery cannula but instead remain within the marker holder 34 until the marker holder 
exits the discharge port in tubular member 63. Applicants’ device does not have an 
inner tubular member designed to carry one or more markers. With applicants’ device, 
a plurality of markers is slidably disposed within the inner lumen and in contact with the 
inner wall surface defining at least in part the inner lumen of the delivery cannula. The 
cited art does not suggest this. 
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Conclusions 

Applicants believe that the pending claims are directed to patentable subject 
matter. Reconsideration of the claims and an early allowance thereof are earnestly 
solicited. 



EDWARD J. LYNCH 
Patent Attorney 
One Embarcadero Center 
Suite 562 

San Francisco, California 941 1 1 
Telephone: (415)646-8028 
Facsimile: (415)646-8035 



Respectfully submitted. 








Edward J. Lv 
RegistratiorTNo. 2'4,422 
Attorney for Applicants 
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